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INTELTvECTUAL PROPERTY LAW 

TELEPHONE (802) 408-9040 
FACSIMILE (302) 289-7100 
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FACSIMILE (410) 747-0083 
E-MAIL: REBUSHNELL@AOL.COM 


□ U.S. Postal Service 

□ Via Local Courier 

□ Via Intematior^al Courier 

□ Via Facsimile No. 


□ Via E-Mail Attachmerit 

□ Please Acknowledge Receipt 


Re: U.S. Patent National Stage Application for: 
CLOSED INJECTION MOULDED CLOSURE 
Serial No.: 09/890,154 
T nuisLa gler. et al 
Int'l App. No.: PCT/ro99/00277 
Our Ref.: P565S9PCT 
Total Papes Including t his Page; 12 

Dear Examiner Young: 

Accompanying this facsimile transmission is a Petition under 37 CFR § 1 . 1 8 1 in response to 
the Examiner' s requirement that Fi gure 1 be designated as "PRIOR ART' in the Office action (Paper 
No. 8) mailed 23 April 2003, a copy of which is being concurrently filed in the U.S. PTO. 


RECEIVED 

^^NTRALFAXCEWTER 

JAN 0 2 2004 

OFHCIAL 


Kindly acknowledge receipt of all pages. 


With best regards. 


Respectfully submitted. 



REB/wc 
Enclosure 

If you did not receive all of the pages, please call the following number: (202) 408-9040 
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m THE UNITED STATES PATENT AND TRADEMARK OFFICE ^^EIV^ 

InreAppUcationof: LOUISLAGLERero/. JAN 0 2 2004 

U.S. Serial No.: 09/890,154 Examiner: HYLTON.R. ACCir^lAI 

U.S. Filing Date: 23 October 2001 Art Unit: 3727 V-ZmvlnL 

I.A.NO.: PCT/CH99/00510 LA. Filing date: 30 October 1999 

Priority date: 27 January 1999 

For- CLOSED INJECTION MOULDED CLOSURE PROVIDING MAimG UFTER 

AND LOWER PARTS COUPLED BY INTEGRALLY FORMED HINGE 
CONNECTIONS (as amended) 

PF.TTTION TINDER 37 CFR SI. 181 

Mail Stop: 

Commissioner for Patents 
P.O. Box i450 
Alexandria, VA 223 1 3-1450 

Sir: 

In response to the Office action (PaperNo. 8), mailed 23 April 2003. Applicant respectfully 
petitions from the Examiner's requirement that Figure 1 be designated as "PRIOR ART," because 
only that which is old is illustrated, and as reasons therefore, states that: 


Folio: P56559PCT 
Date: 30 December 2003 
I.D.: REB/wc 
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1. 


STATKMENT OF FACTS 

On the 23 April 2003, the Examiner mailed a Officeaction (PaperNo. 8). Paper No. 
8 mentioned that the Examiner required labeling Figure 1 as "Prior Art". 


2. Three copies of Decisions on Petition for the following references previously issued 
by Group Directors are enclosed: 

Paper No. 21 issued on 25 February 1998 for U.S. Application SN. 

08/447,279 filed on 22 May 1995; 

PaperNo. 1 5 issued on 2 October 1996 for U.S. Application SN. 08/343,939 
filed on 17 November 1994; and 

PaperNo. (unknown) issued on 15 December 1999 for U.S. Application SN. 
08/985,544 filed on 5 December 1997. 

3. Nothing in Applicant's specification states that Figure 1 constitute "Prior Art" as that 
term is defined by 35 U.S.C. § 1 03 by reference to the several paragraphs of 35 U.S.C. 
§102. 

4. In a response to Paper No. 8 that was timely filed on the 23"* of September 2003, 
Applicant explained the impropriety of the requirement to label Figure 1 as "Prior 
Art", and requested reconsideration of this requirement and withdrawal of the 
requirement to label Figure 1 as "Prior Art." 
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As of the 29* of December 2003. more than three months after Applicant's fUing of 
the response on the 23"^ of September 2003, the requirement to label Figure 1 as 
"Prior Alt" has not been withdrawn. 
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AWniJMEMT S A>m/OR REMARKS 
InPaperNo. 8. the Examiner erroneouslymaintainedfheobjectiononFigure 1 to be labeled 

as "Prior Art". The Examiner states: 

"Figure 1 should be designated by a legend such as-Prior Art-because only that 

which is old is illustrated. 

MPEP §608.02(g) states: 

Figures showing the prior art are usually unnecessary and should be 
canceUedrEx parte Elliott, 1904C.D. 103; 109O.G. 1337. However, where needed 
to understand applicant's invention, they maybe retained if designated by a legend 
such as "Prior Art." 

If the prior art figure is not labeled, the following paragraph may be used. 

Figure should be designated by a legend such as Prior Art in order to clarify 
what is applicant's invention. (See MPEP w 608.02(g)). 

First, in Paper No. 8, the Office action dated 23 April 2003, the Examiner asserted that 
"Figure 1 should be designated by a legend such as-Prior Art-because only that which is old is 
illustrated" in cited §608.02(g) of the Manual Patent Examining Procedure. The term "Prior Art" 
isdefmedbystatute,notbytheMPEP. Specifically, 35 U.S.C. §102. Nothing in any paragraph of 
§102 however, states that subject matter "which is o/d" constitutes prior art, as asserted by the 
Examiner in page2oftheOfficeaction,PaperNo. 8. In short, the ageofthe subject matter does not 

convert that subject matter into prior art, as the term "prior art" is defined by the law of the United 
States. Consequently, the Examiner's sole rational for imposing the requirement that Figure 1 be 
labeled as "Prior Art" is contrary to statute and improper. The requirement must therefore be 
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withdrawn. 

Second, Fig. 1 is not itself believed to constitute "PRIOR ART" as that term is defined by 
either 35 USC § 102 or 35 USC §103. As evidenced from the Declaration/Oath, the Applicant is a 

citizen < 


. of Switzerland, and, as such, devised Fig. 1 in Switzerland in order to illustrate Applicant's 
discoveryofproblemsplaguedintheart. Therefore, since there is no showing that Fig. 1 wasknown 
to anyone other than the Applicant in this country nor is there a showing that Fig. 1 v^fis patented or 
publishedinthiscauntryoraforeigncountn'^hen¥ig.icmnoth^dc^^ 

evidence to the contrary. 

Third, Fig. 1 is simply an abstract representation of the art prepared by the Applicant in an 
effort to illustrate Applicant's discovery of problems plagued in the art in accordance with 37 CFR 
§ 1.83(b); this discovery is itself, together with Appellant's abstraction of the art represented by Fig. 
1 , part of the Applicant's invention. By identifying deficiencies in the prior art and then addressing 
thosedeficiencies, Applicant completes tiieinventiveprocess. As such, AppUcant'sefiforttoidentify 

deficiencies or other undesirable features in the art, does not constitute "Prior Art" as that term is 
used iinder 35 USC §103, and defined by 35 USC §§102(a)-(g). 

Fourth, ApplicanthasnevermadeanystatementassertingthatFig. 1 was "Prior Art". Ifthe 

Examiner is relying on the Applicant's nse of the word "conventional" to mean "known by others in 
this country",then the Examiner is incorrect. Thepresentapplicationis based on, and isatranslation 


PACE 6M2 - RCVD AT 12/30/2003 1:13:53 PM [Eastern Standard TImeJ" SVR:USPTO-EFXRF-2/1 * DNIS:74&4251 • CS1D:202 408 1002 • DURATION (mm-ss>:03-20 


12/30/03 14:15 FAX 202 408 1002 ROBERT E BUSHNELL ®007 


PATENT 
P56559PCT 


of, Swiss Application Serial No. PCT/IB99/00277, on which the Applicant has claimed priority as 

evidenced by the Declaration (Oath). Accordingly, the term "conventional" can. at most, only be 

considered with respect to Switzerland, not this country. MPEP §706.02©) states, in part: 

"The language "in this country" means in the United States only and does not 
include other WTO or NAFTA member countries." 

If the Examiner is relying on the AppUcanfs use of the word "conventional" to mean "patented or 
published in this country or a foreign country", then the Examiner is again incorrect. There is no 
evidence that Fig. 1 exists in any printed form other than in the present appUcation and it's priority 
document. There is evidence to indicate that Applicant devised the subject matter in Fig. 1 
however, and that evidence lies in the fact that the only existence of Fig. 1 is in the present 
application and it's priority document. 
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ttKMEDY RF OUESTED 


The Commissioner is respectfiiUy requested to: 

A. Withdraw the requirement to label Fig. 1 as "Prior Art"; 

B. Grant Applicant such other and further relief as justice mayrequire. 


1522 "K" Street, N.W., Suite 300 
Washington, D.C. 20005 
Area Code: 202-408-9040 
Folio: P56559pct 
Date: 30 December 2003 
ID.: REB/wc 


Respectfully submitted. 



Reg. No.: 27,774 
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DECISION ON PETITION 
TTMHER 37 CFR 1.181 


OF DATA STORAGE . SYSTEM 
SsiSS DISK RECORDING 
MEDIA 

"Prior Art'^ . 

The petition is GRANTED. originally 

t-he record indicates that £xgure^ ^^^„ _ Hence, in 

incorrect and withdrawn. 

MAILED 
OCI 2 - ^^"5^ 

• OFFICE OF THE DIRECTOB 
GBO' •'500 


Suromar 



The petition is Granted. 


Jin t Deputy Director 

and Devices 


JFN/AMP 


Robert E. Bushnell 
1511 K Street N.W. 
•Washington, D.C 2000b 
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WASHI^KJTON. D.C. 20005-1202 
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In re application -of ^ 7^ 

Hae-Wou Ahn ( 
Serial.No.: 08/985,544 

Filed : December 5, 1997 • 
For FRONT CASE STRUCTURE OF CRT 
DISPLAY DEVICE 


DECISION ON PETITION 
UNDER 37 CFR §1.181 
REQUESTING THAT 
THE COMMISSIONER 
IMVOKE SUPERVISORY 

AUTHORITY 


This ptiWCD present! two issues. Fiist are J^'f 8"^j5S°^eS^=^^ " ^ 
^SSaadJof the inveauoo^ A "-^^f ^^^^S^Smg of the inveaton. Second. 

* A' c rhflt the subiect matter of Figures 1 
A careful review of tHe application V^^^^^'^^^^. . Hov/ever . there is no 
2id 2 are considered by apphcanc to figures is expressly considered 

^dicacionin the disclosure that the ^^^'^^^.T^hz^om^^^ is prior art U is 


Al Lawrence Smith, Director 
Technology Center 3600 
(703) 30.8-1020 
AK 


i43 
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Dlfe<jiQr's Otiice 
Group £70€ 


Paper No. 21 


Robert Bushnell 
1511 Street N.W. 
Suite 425 ^ 
Washington, D^fe. 20005 


In re Application of 

Gwoa-Il Kim 

ApoUcation Serial No. 

08/447,279 

Filed: May 22, 1995 

For- SERVO CONTROLLER 

APPARATUS AND METHOD 
OF DISK RECORDING 
SYSTEM 


) 
) 
) 


) 


DECISION ON RENEWED 
PETITION UNDER 


) 37 C.F.R. § 1.181 


• . r, ^ A„m,<if 25 1997 under 37 C.F.R. § 1-181 of 

This is a decision on the renewed peUtioa f ^f.^^f g figures one through three as 

le repeated requirement of the f ^^^^^^^^ of the previous decision cf . 

"prior art". The petition '^,^^^^^^^.^^^^V'\TllbeU^ one through three as "prior art 
August 19. 1997 in which the requirement of labeling ng 

was maintained. 

A careful review of the application papers indicates th^^^^^^^^ thL^^rs'ho^ndicaeiou 
through three is considered by applicant to be ^^^^^J^^J" , considered by the appl.cant 
in Che disclosure that the subject matter of ^^/^^^^g rP'^''^'"^' 
to be "prior art". "When ZTr^ov a:t c^n be used in obviousness 

available as prior art against '^^^ ^^^J^^.^^^ f^i^^^^ ^ in the application 

rejections. In re Nomiya . 184 USPQ 607 610 CC^f A 19^^^^^^^ ,,t,,We co 

uteled -prior arc" held to be - ad-ssion that -^^^^^ ,,,,, by both 

aoiDlicanfs invention.)" Sec M.P.E.P. S ' ; . Wl\etlier the subject mattet oi 

SSer and the deciding officia. in ^f^^^^^, .^against the claim, is an 
azures one through three of the .nstant «PP» ^ ^ cntcriained in Ihis decision . see 

appealable detemVmalion and. accordingly , will nol be 

M. P.E.I'- § 1^0 1. ■ .... y^^^. 

There is no rcquirem.al ihai n P=''-^-"'"7;Sure <k fjgure^^^^ Un y 

MPl-P a.i scctinn An«.02C)i> hhLcuics that >l P"0. ..rl n,.^ 
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shcul. ^=^"0 SUCK tatoUo. in *= disclosure, 

to label figurcCs) as pciot art wncr 

• . naures oae through tluee each be designated by dae legend 

Consequently, the requirement that figures one inro b 

of "prior art" Is withdrawn. 

, ^ a-7 r P R 5 1 192(a) has expired without the 
AS the time for perfecting the appeal ^^^''^^^^'^^^^ 37 C.F.R- § 1 .l92Cb) . The 

submission of an Appeal B-ef, the^^^^^^^^^^^ action in due course, 

application file will be forwarded to the examiner 

SUMMARY: Petition GRA^^^ED. ' 



'Gerald Goldberg, Director 
Technology Center 2700- 
ComJlJinfcations and Information Processing 
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